
UjSnTEP States Patent and TkAPEMARK Office 

' UNITED STATiSS DEPAHTMJSNT OF COMMERCE 

United States Potent and Trademark OfCoe 
Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 
www.uspto.gw 




APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/552,994 



04/21/2000 



Robert Eric Montgomery 



13045 



7084 



23719 7590 01/30/2i 

KALOW & SPRINGUT LLP 
488 MADISON AVENUE 
19TH FLOOR 
NEW YORK, NY 10022 



EXAMINER 



MULLIS, JEFFREY C 



ART UNIT 



PAPER NUMBER 



I7II 

DATE MAILED: 01/30/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/552.994 



Examiner 

Jeffrey C. Mullis 



r:>rz^- 

Appllcant(s) 

MONTGOMERY ET AL. 



Art Unit 

1711 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, tiowever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 01 November 2002 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-7, 10.11, 15, 16, 18-20.22-43 and 46-59 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) 1-7. 10,11, 15, 16, 18-20.22-36 and 52-59 is/are allowed. 

6) ^ Claim(s) 37-43 and 46-51 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: ajD accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) n The proposed drawing correction filed on is: a)^ approved b)n disapproved by the Exanniner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAll b)n Some*c)n None of: 

1 .0 "Certified copies of the'priority docum ents'ha ve"b"een recei vecl7 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Q Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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All remaining rejections and/or objections follow. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

(e) The invention was described in (1) an application 
for patent, published under Section 122(b), by another 
filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United 
States before the invention by the applicant for 
patent, except that an international application filed 
under the treaty defined in section 351 (a) shall have 
the effects for purposes of this subsection of an 
application filed in the United States only if the 
international application designated the United States 
and was published under Article 21(2) of such treaty in 
the English language. 

The following is a quotation of 35 U.S.C. § 103(a) which 

forms the basis for all obviousness rejections set forth in this 

Office action: 

(a) A patent may ^ot be ob tj.jjied^ jtljough^jUn^^ 

en tri c^a riy d Tsc 1 o s e d or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 



Serial No. 09/552,994 
Art Unit 1711 



-3- 



Claims 37-43, 46, 47 and 51 are rejected under 35 
U.S.C. 102(e) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Jensen et al . 

See the previous Office action at the paragraph bridging 
pages 6 and 7 et seq. 

Claims 37-43, 46, 47 and 51 are rejected under 35 
U.S.C. 102(e) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Oxman et al . (USP 6,187,836). 

See the previous Office action at page 7 at the last 
complete paragraph et seq. thereof. 

Claims 37-42 and 46-51 are rejected under 35 U.S.C. 102(b) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Hubbel et al . (WO 93/17669). 

See the previous Office action at page 8 line 9 et seq. 

Applicants' arguments filed 11-1-02 have been fully 
considered but they are not deemed to be persuasive. 

Applicants' remarks regarding any rejections and/or 
objections not appearing above are moot since any rejections 
-and-/'or'o'b'j^'ti'ohs not appeaf ing~above have been withdrawn. 

Applicants' continuing data has been corrected in Office 
records. Office records now indicate that applicants make no 
claim to any priority. 

Applicants' remark that they have cancelled all rejected 
claims is incorrect. If applicants are intending to indicate 
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that all previously rejected claims have been amended to contain 
all the limitations of the allowed claims, this statement is 
correct with regard to all claims except those dependent on claim 
37 as well as independent claim 37. 

Applicants argue that to establish a prima facie case of 
anticipation under 35 U.S.C. § 102(b), a single reference must 
disclose each and every element of the claimed invention. While 
this is correct, each and every element need not be disclosed 
explicitly by a reference but rather may be disclosed by way of 
inherency. In the instant case, applicants argue that the 
Examiner has not shown where in each and every reference each and 
every limitation of the claims appears. While this may be so, 
the Examiner has pointed out in each reference where each and 
every limitation of applicants' claims is explicitly disclosed 
except with regard to applicants' characteristics. With regard 
to applicants' characteristics, the characteristics of a chemical 
composition are dependent on the components of the composition. 
Since each and every component recited by the instant claims is 
"present iTi^the reference, it would reasonably appear that 
applicants' characteristics are inherent. As set out above in 
such circumstances it is not necessary for the Examiner to show 
where such explicit disclosure of applicants' characteristics is 
present in the reference, but rather the burden is shifted to 
applicants to show that the characteristic claimed does not exist 
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in the references. The question of obviousness over the 
references relied upon is moot until it can be shown that 
applicants' characteristics are not present in the references. 
THIS ACTION IS MADE FINAL. Applicants are reminded of the 

extension of time policy as set forth in 37 C.F.R. § 1.136(a). 
The practice of automatically extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection has been discontinued by the 
Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Jeffrey 
Mullis whose telephone number is (703) 308-2820. The examiner 
can normally be reached on Monday-Friday from 9:30 to 6:30. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, James Seidleck, can be 
reached on (703) 308-2462. The fax phone number for this Group 
is before final (703) 872-9310 and after final (703) 8729311. 

Any inquiry of a general nature or relating to the status ^ 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-2351. 



J. Mullis:cdc 



IparyExaminsr 



January 29, 2003 




